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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In re Trademark Application No.: 85/100,262 

Filed: August 4, 2010 

Mark: D 
Published in the Official Gazette: 
January 18, 2011 

Deer Stags Concepts Inc., 
Opposer, 

V. 

B & S Partners, Inc. DBA Pilgrim Shoes, 
flpJ7lwanI. 

Opposition No. 91199841 

Atty Docket: 2554.081 OPTO/TGD/JDS 

OPPOSER’S MOTION FOR SUSPENSION PENDING 
OUTCOME OF ANOTHER PROCEEDING 

PRELIMINARY STATEMEMENT 

Opposer, Deer Stags Concepts Inc. ("Deer Stags"), moves for suspension of the 

captioned opposition proceeding pursuant to 37 C.F.R. 2.117(a) and TBMP 5 10.02(a), in light of 

a civil action pending before the U.S. District Court for the District of Maryland. 

"Ordinarily, the Board will suspend proceedings in the case before it if the final 

determination of the other proceeding will have a bearing on the issues before the Board." 

TBMP 510.02(a). Here, the outcome of Opposer’s trademark infringement and false designation 

of origin civil action will have a direct bearing on the outcome of this opposition proceeding. 

Both proceedings involve Deer Stags and the Applicant, B & S Partners, Inc. DBA Pilgrim 



Shoes ("B & S Partners"), the same marks, and the same likelihood of confusion issues. 

Accordingly, Opposer’s Motion for Suspension of Proceedings should be granted pending the 

outcome of the civil action before the District Court in Maryland. 

STATEMENT OF FACTS 

On May13, 2011, Deer Stags filed a Notice of Opposition with the Trademark Trial and 

Appeal Board ("the Board") opposing B & S Partners’ U.S. Application Serial No. 85/100,262 

(the "262 Application") for the mark DCeFTFaCkS for "shoes made in substantial part of deerskin" 

in International Class 25. This opposition proceeding is based on Deer Stags’ assertion of all 

right, title, and interest in the prior used and registered DEER STAGS mark of U.S. Trademark 

Registration No. 3,252,841 for "footwear" in International Class 25 and in the prior used and 

registered DEER..’STAGS  mark of U.S. Trademark Registration No 3,252,835 for "footwear" 

in International Class 25. Deer Stags alleges that it promotes and sells footwear in the U.S. 

under its DEER STAGS and DEERSTAGS  marks, and that it has continuously used its 

distinctive DEER STAGS and DEL1LSTAGS  marks in connection with footwear in U.S. 

commerce since at least as early as April 1974 and December 15, 1989, respectively, dates which 

are long prior to the filing date of, or any first use date alleged by B & S Partners in, the ’262 

Application. 

Deer Stags and B & S Partners had been negotiating settlement since December 2012, 

and this opposition proceeding was suspended for settlement twice. Settlement negotiations 

recently brokedown, so Deer Stags is proceeding with a district court action to address B & S 

Partners’ infringing use of its DEER TRACKS and DeerTicks marks. 

Deer Stags filed and served a Complaint in the U.S. District Court for the District of 

Maryland based on the manufacture and sale of footwear under the marks DEER TRACKS and 
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OeerTrehs by B & S Partners ci’ al. The case has been assigned Civil Action No. 1:13-cv-

01885-WDQ. A copy of the Complaint is attached as Exhibit A. The Complaint alleges (a) 

trademark infringement in violation of the Trademark Act of 1946, 15 U.S.C. § 1114 and (b) 

false designation of origin and unfair competition in violation of the Trademark Act of 1946, 15 

U.S.C. § 1125(a). Significantly, the Complaint seeks the adjudication of the only two issues 

presented in this opposition proceeding: 1) does B & S Partners’ OeeiTiacks mark as used with 

footwear so resemble Deer Stags’ prior used and registered DEER STAGS mark that it is likely 

to cause confusion, or to cause mistake, or to deceive and (2) does B & S Partner’s DeeiTtacks 

mark as used with footwear so resemble Deer Stags’ prior use and registered DEERSTAGS 

mark that it is likely to cause confusion, or to cause mistake, or to deceive. 

LEGAL ARGUMENT 

A. 	This Opposition Proceeding Should Be Suspended Because the Civil Action 
Will Have a "Bearing On" and Be Dispositive of Registration (Likelihood of 
Confusion) Issues Presented Herein 

The Board has discretion to suspend its proceedings pending the final resolution of a civil 

action where the outcome of the civil action may have a bearing on the Board case. 37 C.F.R. § 

2.117(a) and TBMP 5 10.02(a) ("Ordinarily, the Board will suspend proceedings in the case 

before it if the final determination of the other proceeding will have a bearing on the issues 

before the Board."); Other Telephone Co. v. Connecticut National Telephone Co., 181 USPQ 

125, 127 (TTAB 1974). 

The Board is authorized to suspend proceedings even if the civil action was commenced 

after the commencement of the Board proceeding. Midland Coop., Inc. v. Midland mt ’1 Corp., 

421 F.2d 754, 756 (3d Cir. 1970) (Board suspended proceedings pending outcome of subsequent 

civil action because it was "apparent that a decision favorable to plaintiff in said action will be 
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dispositive of the issues of the opposition" and that "it is inferred that the outcome of said civil 

suit will be determinative of the issues involved in the instant proceeding."). 

Here, the only issues presented in this opposition proceeding are also before the district 

court. Specifically, the district court will determine whether B & S Partners’ use of the 

DeerTrcks mark is likely to cause confusion, or to cause mistake, or to deceive in view of Deer 

Stags’ prior used and registered DEER STAGS and DEER.STAGS  marks. The resolution of 

these likelihood of confusion issues will definitely "have a bearing on the case" before the 

Board, and indeed will be "dispostive of the issues in this proceeding." General Motors Corp. V. 

Cadillac Club Fashions, Inc., 22 USPQ.2d 1933, 1936 (TTAB 1992) (indicating that motion to 

suspend "well taken" since district court decision would be "dispositive" of the cancellation 

proceeding before the Board). 

In short, TTAB proceedings should be suspended where the court will resolve issues that 

overlap with and therefore having a bearing on the resolution of the issues before the Board. 

A7!i’ed Dunhill of London, Inc. v. Dunhill Tailored Clothes, Inc., cert. denied, 369 U.S. 864 

(1962) (noting that "[ut appears to be the usual practice to stay registration proceedings pending 

the outcome of court actions between the same parties involving related issues.") (citations 

omitted); McCarthy, Trademarks and Unfair Competition § 32.47 (2007) (indicating that "[it is 

standard procedure for the Trademark Board to stay administrative proceedings pending the 

outcome of court litigation between the same parties involving related issues."). 

Accordingly, because the pending civil action includes the same likelihood of confusion 

issues raised before the Board, its outcome has a direct bearing on and is dispostive of the 

likelihood of confusion issues presented in this opposition proceeding. 
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B. 	Suspension of TTAB Proceedings Will Avoid Duplicative Proceedings and 
Unnecessary Burden to the Parties and to This Board 

The TTAB’s practice of favoring suspension of opposition proceedings pending the 

outcome of civil actions reflects a policy of favoring the efficient adjudication of all issues 

presented in a single forum, rather than piecemeal adjudications that waste the resources of the 

parties and the Board itself. To further these goals, the TTAB has stated that "it is better policy 

to suspend proceedings.. .until the civil suit has been finally concluded." Tokaido v. Honda 

Associates, 179 USPQ 861, 862 (TTAB 1973). Also, because "the decision of the Federal 

district court is often binding upon the Board, while the decision of the Board is not binding 

upon the court," suspension of this opposition proceeding is appropriate. TBMP 510.02(a). See 

also Goya Foods Inc. v. Tropicana Products Inc., 846 F.2d 848, 853-854 (2d Cir. 1988) (holding 

that the doctrine of primary jurisdiction is not appropriate "where, as in the pending case, a 

district court suit concerns infringement, [and] the interest in prompt adjudication far outweighs 

the value of having the views of the PTO.") 

Suspension of this opposition proceeding will avoid unnecessary duplication of 

proceedings on the issues of likelihood of confusion (which will have a bearing on B & S 

Partners’ ability to register its mark). Such issues, among others, are now pending before the 

district court and their resolution will have a direct bearing on the outcome of this opposition 

proceeding. Accordingly, this opposition proceeding should be suspended to conserve the 

resources of the Board and the parties alike. 

CONCLUSION 

For the foregoing reasons, Opposer’s Motion for Suspension of Proceedings pursuant to 

37 C.F.R. § 2.117 and TBMP 510.02(a) pending the outcome and termination of the civil action 

now pending before the U.S. District Court for the District of Maryland should be granted. 
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Opposer also requests that all dates associated this opposition proceeding, including 

Opposer’s July 28, 2013 deadline for filing its Pretrial Disclosures, be suspended and reset 

pending the Board’s ruling on this motion 

Date: July 15, 2013 	 By:  
Tracy-Gene G,/Durkin, Esq. 
STERNE, KESSLER, GOLDSTEIN & Fox P.L.L.C. 
1100 New York Avenue, NW 
Washington, D.C. 20005 
Email: tdurkinskgf,com 
Telephone: (202) 371-2600 
Facsimile: (202) 371-2540 

Attorneys for Opposer 
Deer Stags Concepts Inc. 

on 



CERTIFICATE OF SERVICE 

I hereby certify that on July 15, 2013, a true and complete copy of the foregoing 

OPPOSER’S MOTION FOR SUSPENSION PENDING OUTCOME OF ANOTHER 

PROCEEDING was served via first-class mail, postage prepaid, upon the following: 

Arkady Altskan 
B & S Partners, Inc. DBA Pilgrim Shoes 

6710 Whitestone Rd. 
Baltimore, MD 21207 

United States 

Tracy-Gene G Durkin 

1714526v2 
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